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DETAILED ACTION 
i> This action is in response to Applicant's remarks, filed 8.18.2006. Claims 7, 10*14, 18-23 
and 25 are presented for futher examination. 

2> This is a final rejection. 

Response to Arguments 

I. Applicant's arguments have been considered but are not persuasive. 

Applicant argues in substance that a prima facie case of obviousness has not been 

established in combining the Ford and Koning references. Applicant asserts that there is no 

suggestion or motivation to combine the references because there are significant distinctions 

between the types of problems solved in Ford and Koning. For the reasons set forth below, 

the Office respectfully disagrees. 

A. Applicant's characterization of Koning is inaccurate because Koning expressly 
teaches generating multiple addresses for a single device. 

Applicant's characterization of the Koning reference is inaccurate. Applicant's 

primary argument is that Koning does not teach how to derive a second address from a first 

address for a single device; Applicant argues that Koning merely teaches a single address for 

each network device. However, Koning expressly contradicts Applicant's argument. First, 

Koning discloses "[a] processor uses the first address value to derive a second address value 

from a second, different block of preferably consecutive address values, and then assigns 

both " (emphasis added) [abstract]. Further, these address values "can be used subsequently 

for identification purposes, e.g., as source or destination addresses for purposes of 
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communication" [column 2 «lines i6-20»]. Further, "[t]his embodiment of the invention is 

particularly suited for use wherever two addresses are required" [column 2 «lines 35*38»]. In 

other words, Koning's invention provides "any number of addresses can be made available 

for use by the device" [column 2 «lines 6o-62»]. Thus, contrary to Applicant's arguments, 

Koning is entirely focused on generating multiple addresses for a single device. 

B. The motivation to combine comes expressly from Koning because Koning 
recognized an advantage in combining the claimed feature with Ford. 

The motivation to combine the references is suggested by Koning. The strongest 

rationale for combining references is a recognition, expressly or impliedly in 

the prior art or drawn from a convincing line of reasoning based on established scientific 

principles or legal precedent, that some advantage or expected beneficial result would 

have been produced by their combination. In re Sernaker, 702 F.2d 989, 994-95 (Fed. Cir. 

1983). 

Here, Koning teaches that the functionality of generating a second address from a 

first address for a single device is beneficial because "expands and [sic] the stored address 

information into a complete set of addresses" [column 2 «lines i5-i6»]. Further: 

"any number of addresses can be made available for use by the device. This 
embodiment thus provides maximal flexibility in the number of addresses that the 
address memory can be made to specify, and efficiency in the use of address memory 
space, while using address memory chips requiring minimal changes from existing 
designs and manufacturing techniques" [column 2 «lines 6i-68»]. 

In other words, there is a clear recognition in Koning that there is an expected 

beneficial result from the functionality. As the Koning and Ford are related towards the same 

invention, it would have been obvious to incorporate Koning's features into Ford for the 

advantages discussed above. 
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C. Applicant's analysis is further erroneous because the test for combining 

references is what the references would have suggested to one of ordinary skill 
in the art. 

Finally, even if Applicant's characterization of Koning is accurate (which it is not), 
Applicant's argument is still unsound because the test is not whether Koning, as the 
secondary reference, teaches all the elements of the claim. The test is what the combined 
teachings of those references would have suggested to those of ordinary skill in the art. In re 
Keller, 642 F.2d 413, 425 (CCPA 1981). 

Here, Koning was relied upon to teach the specific feature of manipulating the first 
address by mathematically summing the first address with a predetermined number, the sum 
representing the second address. Ford already taught all the other the features including the 
feature whereby a network device utilized a first address in one network and a second 
address in a different network. Thus, Applicant's focus on whether or not Koning teaches 
that particular claimed element is immaterial to the construction of the rejection. That is, 
since Ford teaches all but one of the claimed elements, it is of no consequence whether or not 
Koning's devices have a single address or multiple addresses. 

What matters is if Koning suggested or taught the claimed element not taught by 
Ford. The Office asserts, and Applicant does not seem to contest, that Koning does suggest 
the feature and further suggests that such a combination would be desirable because, as 
discussed above, it would increase the address space of a communication device without the 
need of pre-programming the device with multiple addresses. Therefore, incorporating 
Koning's teachings into Ford's system would be highly desirable. 
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II. Conclusion 

Applicant's arguments have been carefully considered, but based on the 
aforementioned reasons, they are not deemed persuasive. The rejections set forth in the 
action filed 4.12.2006 are maintained. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3> The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action [see non-final rejection, filed 4.12.2006]. 

4> Claims 7, 10, 12, 14, 18 and 20 are rejected under 35 U.S.C § 103(a) as being unpatentable 
over Ford et al, U.S Patent No. 6. 101.499 ["Ford"] in view of Koning et al, U.S Patent No. 
5.731.868 ["Koning"]. 



5> Claims 11 and 19 are rejected under 35 U.S.C § 103(a) as being unpatentable over Ford 
and Koning, in further view of the MOST Specification Framework Rev 1.1 ["MOST spec"]. 
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6> Claims 13 and 21 are rejected under 35 U.S.C § 103(a) as being unpatentable over Ford, 
Koning and the MOST spec, in further view of Inoue et al, U.S Patent No. 6,163.843 
["Inoue"]. 



7> Claim 22 is rejected under 35 U.S.C § 103(a) as being unpatentable over the MOST 
spec, in view of Ford, in further view of Koning. 

8> Claims 23 and 25 are rejected under 35 U.S.C § 103(a) as being unpatentable over the 
MOST spec, Ford and Koning, in further view of Inoue. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is 571.272.3942. 
The examiner can normally be reached on Tuesday-Friday [7:30 AM to 4:30 PM]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571.272.3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 




